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Decision 

Summary of the facts 

1 By an application filed on 30 October 2019, AEA Abogados-Lawyers SL (‘the 

EUTM proprietor’) sought to register the word mark 

Metropole Alliance 

for the following services: 

Class 45 - Legal services. 

2 The application was published on 5 November 2019 and the mark was registered 

on 13 February 2020. 

3 On 23 July 2020, Y. Georgiades & Associates LLC (‘the invalidity applicant’) 

filed a request for a declaration of invalidity of the registered mark for all the 

services.  

4 The grounds of the request for a declaration of invalidity were those laid down in 

Article 59(1)(b) EUTMR, namely bad faith, and Article 60(1)(a) EUTMR on the 

basis of an earlier right for use of the name ‘Metropole Alliance’. 

5 The invalidity applicant’s arguments are as follows: 

− Mr Pedro Beltrán is the president of the Association of European Lawyers 

(AEA), based in Alicante, Spain. The invalidity applicant’s law firm, as well 

as many other law firms were members of this association until they 

discovered, inter alia, that even though AEA was marketed as a non-profit 

organisation, it was in fact a private limited liability company owned by Mr 

Pedro Beltrán himself. Therefore, several members made the decision to 

cancel their membership in AEA and create a new association and informed 

the majority of the members by email on 7 June 2019 of their intention to 

organise a meeting to discuss the establishment of a new organisation. The 

meeting was finally held in Brussels from 25-26 October 2019. Mr Pedro 

Beltrán was informed about the meeting and the intention to create a new 

organisation.  

− The name of the new association, ‘Metropole Alliance’, and the committee of 

the association were adopted during the said meeting. Furthermore, on 26 

October 2019 the invalidity applicant registered the domain names 

metropolealliance.com and metropoleallinace.org through register.com. 

Following this date, a website was designed and published under the domain 

name www.metropolealliance.com, and the committee became actively 

involved in the promotion of the association, with many members expressing 

their interest in joining it. The filing of the application to register the new 

organisation including the signing of the bylaws took place on 
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16 December 2019, meaning that the association legally existed from that 

day.  

− On 29 October 2019, an email was sent from the newly appointed president 

of the committee of Metropole Alliance informing a large number of 

professionals and other interested parties of the creation of the association 

‘Metropole Alliance’ and the organisation of its first congress in June 2020. 

Mr Pedro Beltrán was one of the recipients of this email. The next day, 

30 October 2019, the application for the registration of the contested mark 

was filed by AEA, the president of which is Mr Pedro Beltrán. 

− Furthermore, a Facebook group was created on 28 January 2020 under the 

name ‘Metropole Alliance’ which was used for the promotion and the 

attraction of professionals as members of the new association which has 

acquired around fifty members to date.  

− On 20 July 2020, the invalidity applicant received a letter from Mr Pedro 

Beltrán, informing it of the registration of the EUTM ‘Metropole Alliance’ in 

the name of AEA. It is submitted that the contested EUTM application was 

filed by Mr Pedro Beltrán without having any lawful right to do so and 

without, any of the committee or members, being aware of the said 

application.  

− Moreover, Mr Pedro Beltrán is using the registration of the contested mark as 

a mean of extortion for the purpose of receiving money from the members of 

the association ‘Metropole Alliance’, namely, 5 000 euros per month in case 

the members do not follow his orders. Therefore, it is submitted that the 

behaviour of Mr Pedro Beltrán goes against rules of professional ethics and 

that he acted in bad faith when filing the contested EUTM.  

− In support of its claims, the invalidity applicant submitted the following 

documents: 

• Exhibit 1: an email, dated 7 June 2019, sent by Stephanie Georgiadou, 

Advocate and Legal Consultant at Y. Georgiades & Associates LLC, to 

Yiannos Georgiades. The said email reports about the issues raised in the 

last AEA congress in Nice in relation to the complaints about the 

management of the association and the actions of its president, Mr Pedro 

Beltrán. The email shows the intention to organise a meeting in 

September 2019 to discuss the establishment of a new proper non-

profitable organisation. 

• Exhibit 2: The programme of the initial meeting to discuss the creation 

and registration of the new association which was held in Brussels, at the 

‘Métropole Hotel’, from 25-26 October 2019. One of the points of the 

agenda is the selection of a name for the organisation.  

• Exhibits 3-4: Two extracts from register.com showing the registration of 

the domain names metropolealliance.com and metropolealliance.org by 

Mr Yiannos Georgiades with register.com. The extracts contain no 
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indication of the date of transaction, but the expiration date 

26 October 2022 is indicated. 

• Exhibit 5: An email sent on 29 October 2019 by Yiannos Georgiades as 

the newly appointed president of the committee of Metropole Alliance to 

Stephanie Georgiadou. The email contains information about the 

creation of the association with the name ‘Metropole Alliance’, as well 

as information on the organisation of the first congress of the association 

in London in June 2020. It includes the names of persons involved in the 

creation of the new organisation.  

• Exhibit 6: A document in French and Dutch which, according to the 

invalidity applicant, refers to the Royal Decree of 13 February 2020 of 

the Kingdom of Belgium on the registration of the association 

‘Metropole Alliance’ with registration number 0 744 935 947. 

• Exhibit 7: A document in French which, according to the invalidity 

applicant, refers to a copy of the official memorandum issued by the 

registrar of the association ‘Metropole Alliance’ constituted in 

December 2019.  

• Exhibits 8-9: A copy of the statutes of the non-profit association 

‘Metropole Alliance’ in English and in French respectively.  

• Exhibit 10: An online excerpt from the registrar about the creation of 

‘Metropole Alliance’.  

• Exhibit 11: A letter issued by Mr Pedro Beltrán dated 17 July 2020, to 

Ms Lourdes Guivernau Aguadé, with an address in Reus, Tarragona, 

Spain, informing her about the EUTM ‘Metropole Alliance’ by AEA 

Abogados Lawyer SL, and requesting that she stop using the said trade 

mark and, if after 15 days the recipient continued using the trade mark, 

she would have to pay an indemnity of 5 000 euros per month. It is 

indicated at the bottom of the letter that this ‘burofax’ was sent to all the  

eleven members of ‘Metropole Alliance’, including the invalidity 

applicant.  

• Exhibit 12: Extracts from www.register.com and Whois showing the 

registration of metropolealliance.com and metropolealliance.org on 

26 October 2019 and the due renewal on 26 October 2022. 

6 The EUTM proprietor submitted the following arguments: 

− The first email sent by the invalidity applicant does not mention the 

contested mark; therefore, it has no validity in claiming a prior use of the 

mark ‘Metropole Alliance’. On the contrary, the contested mark appears for 

the first time in an email sent by Mr Pedro Beltrán, the administrator and the 

main shareholder of AEA in July 2020. It explains that the reason for 

creating a new organisation is that AEA has become very large and the 

possibility of creating a smaller organisation has been discussed. According 

to the EUTM proprietor, the conflict was created because several members 

http://www.register.com/
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knew that they were not chosen for the new smaller alliance. It adds that the 

programme submitted by the invalidity applicant did not mention the 

‘Metropole Alliance’ and thus this programme cannot be claimed as 

evidencing use of the name ‘Metropole Alliance’.  

− Mr Pedro Beltrán does not appear as a recipient of the email sent on 

29 October 2019, giving information about the creation of the new 

association ‘Metropole Alliance’ by the invalidity applicant. Thus, there is no 

document or proof that justifies that the trade mark ‘Metropole Alliance’ was 

used before that date.  

− There is a clear conflict between a few former AEA members and the AEA 

organisation and the idea of creating a reduced alliance of lawyers appears 

for the first time in July 2020 from AEA. The invalidity applicant filed the 

application for a declaration of invalidity when it was requested to stop using 

the contested mark. The new association created by the invalidity applicant 

did not even exist as no activity by it has been recorded.  

− In support of its arguments, the EUTM proprietor submitted the following 

documents: 

• Document no1: A copy of the Probate Act by Mr Pedro Beltrán before 

the notary of Alicante on 12 August 2020 to attest the email sent by Mr 

Pedro Beltrán on 31 July 2020 in which he informs of the creation of a 

reduced alliance of lawyers and proposing the name ‘Metropole 

Alliance’ for this new alliance; 

• Document no 2: A copy of a certificate of web page content by Mr Pedro 

Beltrán before the notary of Alicante on 12 August 2020 to determine 

the content of the web page www.gmadvocates.com .   

7 In reply, the invalidity applicant reiterates its previous arguments and insists on 

the fact that ‘Metropole Alliance’ was chosen as the name of the new association 

during the meeting in Brussels from 25-26 October 2019. The email mentioned 

by the EUTM proprietor dated 31 July 2020 in which it considers the name 

‘Metropole Alliance’ as the name of the new organisation was sent almost nine 

months after the abovementioned meeting in Brussels and five months after the 

registration of the association under the laws of the Kingdom of Belgium by the 

invalidity applicant and, therefore, it cannot be the first time that the contested 

mark was mentioned. It considers that there is evidence of Mr Pedro Beltrán’s 

attempt to make illegitimate use of the said name created by the new 

organisation. The filing of the contested mark was done by Mr Pedro Beltrán 

unlawfully and all actions taken by the founding members of ‘Metropole 

Alliance’ constitute prior use and prove that they are the true and lawful owners 

of the said name. It is submitted that the association ‘Metropole Alliance’ is 

operating and that all the planned activities were postponed due to COVID-19. 

8 Finally, the EUTM proprietor insists on the fact that there is no evidence of use of 

the sign ‘Metropole Alliance’ by the invalidity applicant prior to the filing of the 

contested EUTM but only the registration of the name in register.com. It also 

reiterates that no events have been produced so far under the said sign. 

http://www.gmadvocates.com/
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9 By decision of 28 June 2021 (‘the contested decision’), the Cancellation Division 

rejected the request for a declaration of invalidity. It gave, in particular, the 

following grounds for its decision: 

Article 60(1)(a) EUTMR 

− The application for a declaration of invalidity must be rejected as unfounded 

insofar as it is based on Article 60(1)(a) EUTMR since neither the 

application form nor the observations from the invalidity applicant contain a 

clear identification of the earlier right invoked, the goods and/or services on 

which the claim is based or any indication of the Member States in which it 

is protected. 

Article 59(1)(b) EUTMR 

− According to the invalidity applicant, several members of AEA cancelled 

their membership in the said organisation and created a new association. The 

majority of the members of AEA were informed by 7 June 2019 of the 

intention to organise a meeting to discuss the establishment of a new 

organisation.  

− Indeed, Exhibit 1 shows an email sent from Stephanie Georgiadou, Advocate 

and Legal Counsel at Y. Georgiades & Associates LLC, to Yiannos 

Georgiades on 7 June 2019, notifying him about the actions of the president 

of AEA, Mr Pedro Beltrán, and informing him of the intention to organise a 

meeting in September 2019 to discuss the establishment of a proper non-

profitable organisation. However, a close examination of the said email 

reveals that there is no proof that the email was addressed to all members of 

the association, including Mr Pedro Beltrán. In addition, the sign ‘Metropole 

Alliance’ is not included. 

− The invalidity applicant states that a meeting was held in Brussels in October 

2019. Exhibit 2 includes the programme of the meeting to discuss the 

creation and registration of the new association which was held in Brussels 

from 25-26 October 2019. Although one of the points of the agenda is the 

selection of a name for the organisation, the sign ‘Metropole Alliance’ is not 

mentioned. In the same vein, Exhibit 5 consists of an email sent on 

29 October 2019 by Yiannos Georgiades, as the newly appointed president of 

the committee of Metropole Alliance, to Stephanie Georgiadou giving 

information about the creation of the association with the name ‘Metropole 

Alliance’, as well as proposing the organisation of the First Congress in June 

2020. However, the Cancellation Division observes that the said email does 

not include all the recipients suggested by the invalidity applicant but just 

Stephanie Georgiadou. Although the email contains the names of some of the 

members which agreed to get involved in the new organisation, there is no 

conclusive evidence that the said email correspondence reached all the 

suggested members, or the EUTM proprietor’s president, Mr Pedro Beltrán.  

− Furthermore, Exhibits 6-10 demonstrate all the necessary requirements to 

create a new organisation (i.e. Royal Decree, Statutes of the organisation). In 
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the same vein, Exhibits 3-4 and 12 refer to the registration of the domain 

names metropolealliance.com and metropolealliance.org on 

26 October 2019. However, none of these documents provide indications that 

a relationship between the parties existed and that the EUTM proprietor was 

aware of or must have been aware of any use by the invalidity applicant of an 

identical sign for identical services for which there could be a likelihood of 

confusion.  

− The invalidity applicant argues that Mr Pedro Beltrán was kept informed 

about the meeting and the intention to create a new organisation as well as its 

name, ‘Metropole Alliance’. However, from the evidence submitted, there is 

no conclusive evidence that the EUTM proprietor was informed of the said 

new organisation and meeting or that any relationship had been established 

between the parties. Furthermore, the exhibits do not provide information 

that the EUTM proprietor’s president was informed about the new name 

‘Metropole Alliance’. Although from the chronology of events, the invalidity 

applicant infers that all members were informed of the creation of the new 

organisation and the name ‘Metropole Alliance’ for it, there is no conclusive 

evidence that the EUTM proprietor was actually informed, even though the 

contested mark was filed one day after the delivery date of the said 

informative email. Although the invalidity applicant insists on the fact that 

the EUTM proprietor was perfectly aware of the invalidity applicant’s new 

name, Metropole Alliance, at least, one day before the contested mark was 

filed, there is no conclusive indication of the EUTM proprietor’s awareness 

of the invalidity applicant’s new name, which is identical to the contested 

mark, at the time of filing of the contested mark on 30 October 2019. The 

invalidity applicant’s arguments and evidence only presume the said 

knowledge.  

− It should be noted that the Court of Justice considered the awareness of the 

EUTM proprietor as ‘one of the elements’ of bad faith, not sufficient in itself 

since further elements are required which would disclose the intentions of the 

EUTM proprietor. In order to determine whether there was bad faith, the 

EUTM proprietor’s intentions at the time of filing must also be taken into 

account. 

− The invalidity applicant has not submitted sufficient evidence to show that, at 

the time of filing the contested EUTM, the EUTM proprietor was aware of or 

must have been aware of any use by the invalidity applicant of an identical 

sign for identical services for which there could be a likelihood of confusion. 

The fact that the signs are identical does not establish bad faith on the part of 

the EUTM proprietor, where there are no other relevant factors. Although the 

chronology of events and the observations of the invalidity applicant provide 

some hints that there was some type of contact between the parties before 

filing the contested mark and that the EUTM proprietor should have known 

of the existence of the invalidity applicant’s sign, these indications are not 

sufficiently specific and, moreover, as stated above, the mere fact that the 

EUTM proprietor may have had some knowledge about the invalidity 

applicant’s sign, is not sufficient for the conclusion of bad faith. 
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− There is bad faith when the EUTM proprietor intends through registration to 

lay its hands on the trade mark of a third party with whom it had contractual 

or pre-contractual relations or any kind of relationship where good faith 

applies and imposes on the EUTM proprietor the duty of fair play in relation 

to the legitimate interests and expectations of the other party. 

− The essential question is, therefore, whether the relationship between the 

parties created a close enough link to suggest that it is fair to expect the 

EUTM proprietor not to file an identical EUTM application independently 

without giving the invalidity applicant prior information and sufficient time 

to take action against the contested EUTM. 

− The invalidity applicant explains that on 20 July 2020, it received a letter 

from Mr Pedro Beltrán, informing it of the registration of the trade mark 

‘Metropole Alliance’ under the name of his company, along with the 

registration certificate. Indeed, exhibit 11 includes a letter issued by MrPedro 

Beltrán dated 17 July 2020, informing all members of ‘Metropole Alliance’ 

(including the invalidity applicant) of the registration of the trade mark 

‘Metropole Alliance’ by his company, AEA Abogados Lawyer SL, along 

with the registration certificate. In this letter, Mr Pedro Beltrán requires them 

to stop using the contested trade mark.  

− Account must also be taken of whether the EUTM proprietor’s filing 

intentions may be in pursuit of legitimate objectives. 

− Document no 1 submitted by the EUTM proprietor includes a copy of the 

Probate Act by Mr Pedro Beltrán before the notary of Alicante on 

12 August 2020 to attest the email sent by Mr Pedro Beltrán on 31 July 2020 

in which it informs him of the creation of a reduced alliance called 

‘Metropole Alliance’.  

− Therefore, some commercial logic to the filing of the EUTM can be inferred 

and it can be assumed that the EUTM owner did intend to use the sign as a 

trade mark for the services for which protection was sought.  

− It should also be considered that the EUTM system is a 'first-to-file' system 

which means that property in an EUTM is acquired not by prior adoption and 

use but by prior registration. Therefore, the EUTM proprietor was free to 

apply for the contested trade mark in order to protect and further strengthen 

its trade mark rights at a European level. The EUTM proprietor's main and 

prior intention was to protect its trade mark rights on a European scale and 

not to prevent the invalidity applicant from using its sign.  

− It has also to be noted that the registration of a supposedly similar sign is not 

a clear indication of an abusive or fraudulent intention. It is rather an 

indication that the EUTM proprietor intended to use its mark in the 

marketplace in accordance with the trade mark functions set out in the 

EUTMR. Moreover, for conflicts with similar signs, the EUTMR foresees a 

different solution under Article 60 EUTMR, ‘Relative grounds for 

invalidity’. For this reason alone the case cannot be subsumed under the 

notion of ‘bad faith. 
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− Finally, the invalidity applicant also argues that the EUTM proprietor’s 

president, Mr Pedro Beltrán is using the registration of the contested mark as 

a means of extortion for the purpose of receiving money from the members 

of the new association ‘Metropole Alliance’, namely, 5 000 euros per month 

in case the members do not follow his orders. Indeed, Exhibit 11 shows that 

Mr Pedro Beltrán requires the members of the ‘Metropole Alliance’ to stop 

using the said trade mark since it considers that it is its legitimate EUTM 

proprietor and it will take, as an action in case those members do not refrain 

from using the mark, a damage of 5 000 euros. However, there is no 

convincing argument that the EUTM proprietor has used the registration of 

the mark as a mean of extortion. 

− For the overall assessment, the Cancellation Division concludes that the 

submitted evidence does not indicate that the EUTM proprietor’s sole 

intention at the time of filing the EUTM was to create an obstacle for the 

invalidity applicant to use its mark, but rather to protect a mark of its own.  

− As observed above and taking into account all the evidence and 

circumstances of the case, the Cancellation Division may not assess the issue 

of bad faith by assuming that the invalidity applicant’s unilateral statement is 

accurate, in the absence of any proper documentation supporting the alleged 

awareness of the EUTM proprietor of the existence of an earlier identical 

mark as well as its dishonest intention. The invalidity applicant, as stated 

above, has the onus to prove its assertions by submitting concrete evidence 

and cannot expect the Cancellation Division to declare a registered trade 

mark invalid on the basis of a unilateral statement not corroborated by 

sufficient documents. 

10 On 1 July 2021, the invalidity applicant filed an appeal against the contested 

decision, requesting that the decision be entirely set aside. The statement of 

grounds of the appeal was received on 27 October 2021. 

11 In its response received on 4 January 2022, the EUTM proprietor requested that 

the appeal be dismissed. 

12 The invalidity applicant’s requests to file a reply to the EUTM proprietor’s 

observations were accepted on 25 February 2022 by the Registry of the Boards of 

Appeal. 

13 The invalidity applicant’s reply was submitted on 23 March 2022. 

14 The EUTM proprietor filed a rejoinder on 27 April 2022 

Submissions and arguments of the parties 

15 The arguments raised in the statement of grounds by the invalidity applicant may 

be summarised as follows: 

− The proprietor of the contested EUTM was aware and had knowledge of the 

sign ‘Metropole Alliance’ used by the invalidity applicant prior to the filing 
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of the EUTM. This follows, inter alia, from the fact that a public ‘Facebook’ 

post was made by the newly appointed president of the association on 26 

October 2019 (Exhibit 1). This post was seen and ‘liked’ by 124 persons, 

shared on other profiles and received more than 30 comments. Amongst 

these people were also members of AEA who are connected to Mr Pedro 

Beltrán through social media as friends or otherwise. 

− The contested decision states that it cannot be established that the email of 29 

October 2019 was sent also to the EUTM proprietor. It is submitted in this 

regard that the said email was sent using ‘Bcc’ feature of ‘Microsoft 

Outlook’, without disclosing the email addresses and recipients. According to 

information available on the website of ‘Microsoft’, it is not possible to print 

an email message directly with ‘Outlook’ that shows recipients included in 

‘Bcc’. However, it can be done by a screen capture program to capture an 

image of the email and then print that image (Annex 2). Following these 

instructions, an image of the email of 29 October 2019 is attached (Annex 3). 

It demonstrates that the email was sent, amongst others, to members of the 

Advisory Board of AEA, e.g. the First Vice-President, Mr Michael Jackson. 

− It cannot be a coincidence that the EUTM chosen by AEA was identical to 

the name proposed by the founders of the association ‘Metropole Alliance’ 

during their meeting on 26 October 2019. 

− The EUTM proprietor had dishonest intentions when filing the contested 

EUTM and had no intention to use it. The contested decision erroneously 

considered that the EUTM proprietor’s email of 31 July 2020 evidences the 

intention to use the mark. Moreover, this email appears to be without 

credibility, as the ‘Probate Act’ of the Notary issued on 12 August 2020 

indicates the date of the email as being 30 July 2020, whereas the EUTM 

proprietor claims that it was sent on 31 July 2020. Also, the email does not 

have a correct format for an email printout as regards the date, nor  has it 

recipients other than ‘Bcc’ which is to the EUTM proprietor’s email address. 

− A ‘Google’ search shows that there is no connection between Mr Pedro 

Beltrán and the mark ‘Metropole Alliance’ (Annex 6). Nor is there any 

indication of ‘Metropole Alliance’ on the EUTM proprietor’s website 

(Annex 7). 

− On the contrary, the association ‘Metropole Alliance’ has been using and 

promoting its name, starting from the meeting of founders on 25 and 26 

October 2019 at the ‘Métropole Hotel’ in Brussels where the name of the 

association was adopted, via the following acts and events: 

• The registration of the domain names metropolealliance.com and 

metropolealliance.org on 26 October 2019. 

• The design of a logo of the new association that includes the name 

‘Metropole Alliance’. 

• The creation of the association’s ‘Facebook’ group on 28 January 2020. 
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• The design of a website www.metropolealliance.com  on ‘Wordpress’ 

which became active in January 2020. 

• The registration of the association ‘Metropole Alliance’ as a non-profit 

organisation under the laws of the Kingdom of Belgium on 13 February 

2020. 

• The creation of an email address info.metropolealliance@gmail.com for 

correspondence. 

• The opening of the association’s bank account (Annex 8). 

• The issuance of certificates of membership. 

• The organisation of a webinar on 26 February 2021 entitled ‘E-Justice 

and Blockchain’ (Annex 9). 

• The organisation of a Congress which was to take place in June 2020, 

but did not due to the pandemic; it was rescheduled for 2-3 June 2022 

(Annex 10). 

− Following the chronology of events and the circumstances of the case, it is 

submitted that the EUTM proprietor had dishonest intentions when filing the 

contested EUTM and as a result it departed from honest commercial 

practices. There is lack of commercial logic in filing the contested EUTM 

which stems from (a) lack of actual use or intention to use the mark, (b) lack 

of commercial justification, (c) lack of legitimate protection of actual or 

extended future business. 

− The EUTM proprietor acted in bad faith when filing the contested EUTM 

application. Its intention was to extort money from fellow colleagues.     

16 The arguments raised by the EUTM proprietor on 4 January 2022 in reply to the 

appeal may be summarised as follows: 

− The sign ‘Metropole Alliance’ is not used by the invalidity applicant, as 

claimed. There is no ‘Facebook’ group of ‘Metropole Alliance’ and all the 

remaining material submitted by the invalidity applicant before the 

Cancellation Division and the Board of Appeal is irrelevant, since it does not 

demonstrate use of the sign ‘Metropole Alliance’ by the invalidity applicant 

prior to the filing of the contested EUTM. 

− The AEA is the largest European network of lawyers with 520 offices in 125 

countries. After working for 17 years, the network of the association was too 

big and it was decided by several members to create a new network with a 

limited number of members and one of the names that was discussed for this 

purpose was ‘Metropole Alliance’. 

17 The arguments raised in the reply by the invalidity applicant may be summarised 

as follows: 

http://www.metropolealliance.com/
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– There is nothing in the law that imposes an obligation on an organisation, 

association or company to register a trade mark as a prerequisite of its 

operation. 

– The fact that the association ‘Metropole Alliance’ is not mentioned in the 

website of the invalidity applicant is immaterial, since the association and the 

invalidity applicant’s law firm are two separate entities with two separate 

websites. 

– The EUTM proprietor has not demonstrated any intention to use the EUTM. 

– The argument that there is no ‘Facebook’ group of ‘Metropole Alliance’ is 

false.  

– Relying on the evidence, facts and arguments presented before the 

Cancellation Division and the Board of Appeal it is submitted that the 

contested EUTM was filed in bad faith to hinder the operation of the 

association ‘Metropole Alliance’ and to ‘punish’ the members who 

voluntarily decided to withdraw their membership from AEA and create their 

own association.  

18 In the rejoinder submitted on 27 April 2022 the EUTM proprietor reiterates that 

the sign ‘Metropole Alliance’ has not been used prior to the filing of the 

contested EUTM, that there is no ‘Facebook’ group of ‘Metropole Alliance’, nor 

is there any information about ‘Metropole Alliance’ on ‘YouTube’. 

Reasons 

The admissibility of the appeal 

19 The appeal complies with Articles 66, 67 and Article 68(1) EUTMR. It is 

admissible. 

Scope of the appeal 

20 In the notice of appeal the invalidity applicant indicated that the contested 

decision is appealed in its entirety. 

21 However, in the statement of grounds the invalidity applicant refers only to the 

ground of bad faith pursuant to Article 59(1)(b) EUTMR. 

22 It follows that insofar as the application for a declaration of invalidity was based 

on the grounds of Article 60(1)(a) EUTMR and this ground was rejected by the 

Cancellation Division as unfounded, the decision is final and does not fall in the 

scope of the present appeal. 

On the further evidence filed in the appeal proceedings 

23 According to Article 95(2) EUTMR, the Office may disregard facts or evidence 

which are not submitted in due time by the parties concerned. As a general rule 
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and unless otherwise specified, the submission of facts and evidence by the 

parties remains possible after the expiry of the time-limits to which such 

submission is subject under the provisions of that regulation, and the Office is in 

no way prohibited from taking account of facts and evidence which are submitted 

or produced late (13/03/2007, C-29/05 P, ARCOL / CAPOL, EU:C:2007:162, 

§ 42; 19/04/2018, C-478/16 P, GROUP Company TOURISM & TRAVEL (fig.) / 

GROUP Company TOURISM & TRAVEL (fig.), EU:C:2018:268, § 34; 

21/03/2019, T-777/17, TOBBIA (fig.) / Peppa Pig (fig.) et al., EU:T:2019:180, 

§ 21; 27/10/2021, T-356/20, Racing Syndicate (fig.) / Syndicate, EU:T:2021:736, 

§ 23). 

24 In stating that the EUIPO ‘may’, in such a case, decide to disregard such 

evidence, Article 95(2) EUTMR grants the Office a broad discretion to decide, 

while giving reasons for its decision in that regard, whether or not to take it into 

account (13/03/2007, C-29/05 P, ARCOL / CAPOL, EU:C:2007:162, § 43; 

21/03/2019, T-777/17, TOBBIA (fig.) / Peppa Pig (fig.) et al., EU:T:2019:180, 

§ 22; 27/10/2021, T-356/20, Racing Syndicate (fig.) / Syndicate, EU:T:2021:736, 

§ 24). 

25 Article 27(4) EUTMDR circumscribes the exercise of the discretion which is 

provided for in Article 95(2) EUTMR as regards facts and evidence submitted for 

the first time before the Board of Appeal (27/10/2021, T-356/20, Racing 

Syndicate (fig.) / Syndicate, EU:T:2021:736, § 25). Pursuant to this provision, in 

accordance with Article 95(2) EUTMR, the Board of Appeal may accept facts or 

evidence submitted for the first time before it only where those facts or evidence 

meet the following requirements: (a) they are, on the face of it, likely to be 

relevant for the outcome of the case, and (b) they have not been produced in due 

time for valid reasons, in particular where they are merely supplementing relevant 

facts and evidence which had already been submitted in due time, or are filed to 

contest findings made or examined by the first instance of its own motion in the 

decision subject to appeal. 

26 These provisions are further clarified in Article 54(1) of the Rules of Procedure 

before the Board of Appeal that it may accept facts or evidence submitted for the 

first time before it only where (a) those facts or evidence are, on the face of it, 

likely to be relevant for the outcome of the case, and (b) they have not been 

produced in due time for valid reasons, in particular where they are merely 

supplementing relevant facts and evidence which had already been submitted in 

due time, or are filed to contest findings made or examined by the first instance of 

its own motion in the decision subject to appeal. 

27 In addition to the evidence listed in paragraph 5 above, the invalidity applicant 

submitted, alongside with the statement of grounds, further pieces of evidence 

listed in paragraph 15. This evidence is merely supplementing relevant facts and 

evidence which had already been submitted in due time before the Cancellation 

Division. It has been provided by the invalidity applicant in response to the 

findings of the Cancellation Division that there are not sufficient indications that 

the EUTM proprietor was aware of the adoption of ‘Metropole Alliance’ as the 

name of a new association of lawyers. Also, this evidence supplements the 

evidence submitted by the invalidity applicant with regard to the establishment 

and operation of the association ‘Metropole Alliance’. This evidence is, 



 

21/10/2022, R 1163/2021-2, Metropole Alliance 

14 

furthermore, prima facie relevant for the outcome of the case. Consequently, the 

additional evidence is admitted by the Board exercising its discretionary power 

(see by analogy, 16/04/2021, R 1883/2020-5, X-Grip / X (fig.) et al., § 26; 

11/06/2020, R 146/2020-1, AGRI PARTS (fig.) / Agroparts, § 17; 26/01/2022, 

R 515/2021-4, taifu (fig.) / Taifun, § 27-29). Furthermore, the EUTM proprietor 

has had a chance to examine this evidence and submitted its comments in this 

respect in its response. 

28 Such a conclusion is all the more appropriate considering the public interest and 

the interest of the two parties concerned, to have the dispute examined and 

decided on based on the merits (13/03/2007, C-29/05 P, Arcol, EU:C:2007:162, 

§ 48). 

Bad faith – Article 59(1)(b) EUTMR 

29 The EUTM system is based on the ‘first-to-file’ principle according to 

Article 8(2) EUTMR (28/01/2016, T-335-14, DoggiS, EU:T:2016:39, § 43). 

However, this rule is qualified, in particular, by the concept of ‘bad faith’ 

pursuant to Article 59(1)(b) EUTMR, under which an EUTM is to be declared 

invalid, where the EUTM proprietor acted in bad faith when it filed the 

application for the trade mark. Where the invalidity applicant for a declaration of 

invalidity seeks to rely on that ground, it is for that party to prove the 

circumstances which substantiate a finding that the EUTM proprietor had acted in 

bad faith when it filed the application for registration of that mark (28/01/2016, 

T-335-14, DoggiS, EU:T:2016:39, § 44). 

30 As the concept of ‘bad faith’ of Article 59(1)(b) EUTMR is not defined by EU 

legislature, its meaning and scope must be determined by considering its usual 

meaning in everyday language, whilst also taking into account the context in 

which it occurs and the objectives pursued by the EUTMR (12/09/2019, 

C-104/18P, STYLO & KOTON (fig.), EU:C:2019:724, § 43, 44). 

31 While, in accordance with its usual meaning in everyday language, the concept of 

‘bad faith’ presupposes the presence of a dishonest state of mind or intention, that 

concept must moreover be understood in the context of trade mark law, which is 

that of the course of trade. The objective of that law is the establishment and 

functioning of the internal market. The rules on the EUTM are aimed, in 

particular, at contributing to the system of undistorted competition in the Union, 

in which each undertaking must, in order to attract and retain customers by the 

quality of its goods or services, be able to have registered as trade marks signs 

which enable the consumer, without any possibility of confusion, to distinguish 

those goods or services from others which have a different origin (27/06/2013, 

C-320/12, Plastic bottle (3D), EU:C:2013:435, § 35; 12/09/2019, C-104/18P, 

STYLO & KOTON (fig.), EU:C:2019:724, § 45). 

32 Consequently, bad faith applies where it is apparent from relevant and consistent 

indicia that the proprietor of an EUTM has filed the application for registration of 

that mark not with the aim of engaging fairly in competition but with the 

intention of undermining, in a manner inconsistent with honest practices, the 

interests of third parties, or with the intention of obtaining, without even targeting 

a specific third party, an exclusive right for purposes other than those falling 
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within the functions of a trade mark, in particular the essential function of 

indicating origin recalled in the previous paragraph of this judgment (12/09/2019, 

C-104/18P, STYLO & KOTON (fig.), EU:C:2019:724, § 46). 

33 The intention of an EUTM proprietor is a subjective factor which must, however, 

be determined objectively (12/09/2019, C-104/18P, STYLO & KOTON (fig.), 

EU:C:2019:724, § 47). The concept of ‘bad faith’ thus related to a subjective 

motivation on the part of the EUTM proprietor, namely a dishonest intention or 

other sinister motive. It involves conduct which departs from accepted principles 

of ethical behaviour or honest commercial and business practices (07/07/2016, 

T-82/14, LUCEO, EU:T:2016:396, § 28; 21/04/2021, T-663/19, MONOPOLY, 

EU:T:2021:211, § 41). 

34 The good faith of the EUTM proprietor is presumed until proven otherwise 

(08/03/2017, T-23/16, Formata (fig.), EU:T:2017:149, § 45; 21/04/2021, 

T-663/19, MONOPOLY, EU:T:2021:211, § 42). Once that presumption does not 

apply anymore, it is for the EUTM proprietor to provide plausible explanations 

regarding the objectives and commercial logic pursued by the contested EUTM, 

in order to establish that his/her intentions were legitimate (05/05/2017, 

T-132/16, VENMO, EU:T:2017:316, § 51-59; 21/04/2021, T-663/19, 

MONOPOLY, EU:T:2021:211, § 43, 44). 

35 Bad faith can also be established in circumstances which are different from the 

assessment of the existence of a likelihood of confusion (12/09/2019, C-104/18P, 

STYLO & KOTON (fig.), EU:C:2019:724, § 51). In particular, use by a third 

party on the internal market for an identical or similar sign for identical or similar 

goods is not a prerequisite for finding bad faith (12/09/2019, C-104/18P, STYLO 

& KOTON (fig.), EU:C:2019:724, § 52). It must be held that, in the absence of 

any likelihood of confusion between the sign used by a third party and the 

contested mark, or if there has been no use, by a third party, of a sign identical, or 

similar, to the contested mark, other factual circumstances may, depending on the 

circumstances, constitute relevant and consistent indicia establishing the bad faith 

of the applicant (12/09/2019, C-104/18P, STYLO & KOTON (fig.), 

EU:C:2019:724, § 56; 21/04/2021, T-663/19, MONOPOLY, EU:T:2021:211, 

§ 37). 

36 In particular, account may also be taken of the origin of the word or sign making 

up the contested EUTM, earlier use of it in business as a trade mark, the 

commercial logic underlying the filing of the application for registration of the 

sign as an EUTM, and the chronology of events relating to the filing (11/07/2013, 

T-321/10, Gruppo Salini, EU:T:2013:372, § 23; 08/05/2014, T-327/12, Simca, 

EU:T:2014:240, § 39; 26/02/2015, T-257/11, COLOURBLIND, EU:T:2015:115, 

§ 68; 28/01/2016, T-335-14, DoggiS, EU:T:2016:39, § 48; 21/04/2021, T-663/19, 

MONOPOLY, EU:T:2021:211, § 38). 

37 The alleged bad faith must be shown to have existed at the time when the 

application for registration of the contested EUTM was filed (14/05/2019, 

T-795/17, NEYMAR, EU:T:2019:329, § 26), in the present case, 

30 October 2019. 
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The facts of the case at issue 

38 The association of European Lawyers (AEA), also called AEA International 

Lawyers Network, was created in 2004, with the administrative office in 

Alicante, Spain. The invalidity applicant, Y. Georgiades & Associates LLC, and 

the EUTM proprietor, AEA ABOGADOS-LAWYERS SL, whose managing 

director and administrator is Mr Pedro Beltrán, were members of this association.  

39 On 7 June 2019, an email was sent by Ms Stephanie Georgiadou, Advocate and 

Legal Consultant at Y. Georgiades & Associates LLC, to a number of members 

of AEA informing them about the issues raised in the last congress of AEA in 

January 2019 in Nice, France in relation to the management of the association 

and the actions of its president Mr Pedro Beltrán. The email states the intention to 

organise a meeting in September 2019 to discuss the establishment of a new 

association in the form of a non-profit organisation. 

40 A meeting to discuss the creation of a new association for practitioners of 

international law was held in Brussels, at the ‘Métropole Hotel’, from 25-26 

October 2019. 

41 The name of the new association, ‘Metropole Alliance’, was adopted in the 

meeting. Mr Yiannos Georgiades, Advocate and Legal Consultant of Y. 

Georgiades & Associates LLC, was elected as the president of the association. 

42 On 26 October 2019, the invalidity applicant registered the domain names 

metropolealliance.com and metropoleallinace.org with the competent entity, 

register.com. 

43 On 29 October 2019, an email was sent from the newly appointed president of the 

committee of ‘Metropole Alliance’ informing a number of persons about the 

creation of the association ‘Metropole Alliance’ and the election of Mr Yiannos 

Georgiades as the president. The recipients of this email, amongst others, were 

three vice presidents of AEA. 

44 On 30 October 2019, an EUTM application for the word mark ‘Metropole 

Alliance’ was filed by AEA for ‘legal services’ in Class 45. 

45 On 13 February 2020, the association ‘Metropole Alliance’ was registered under 

the laws of the Kingdom of Belgium. 

46 On 17 July 2020, a letter was issued by Mr Pedro Beltrán in the name of AEA to 

members of ‘Metropole Alliance’, including the invalidity applicant, informing 

them that the EUTM ‘Metropole Alliance’ was owned by AEA and requesting 

the recipients to stop using the trade mark within a term of 15 days following 

which the recipients would have to pay an indemnity of 5 000 euros per month. 

Legal assessment of the facts 

47 The evidence provided by the invalidity applicant demonstrates that, prior to the 

filing of the contested EUTM, the EUTM proprietor was aware of the adoption of 

the name ‘Metropole Alliance’ for a non-profit association established by lawyers 
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who were members of AEA. However, the knowledge of the prior use of the sign 

by the invalidity applicant is not sufficient, in itself, to reach the conclusion that 

the applicant had acted in bad faith (28/01/2016, T-335-14, DoggiS, 

EU:T:2016:39, § 74). 

48 The Board finds that the following factors have to be taken into account and, in 

their synopsis, they establish the bad faith of the EUTM proprietor when applying 

for the contested EUTM on 30 October 2019. 

49 First, while relying on the ‘first-to-file’ principle on which the EUTM system is 

based, the EUTM proprietor has not, however, submitted any explanation why it 

selected and applied for as an EUTM exactly the same sign ‘Metropole Alliance’ 

that was adopted for the newly established association of lawyers in the meeting 

held in Brussels on 25 and 26 October 2019. That selection and following action 

for filing a trade mark application by the EUTM proprietor could not have been 

the random outcome of pure coincidence, but rather the result of a deliberate 

choice and conscious decision. 

50 It is particularly noted that the EUTM proprietor applied for registration of the 

sign ‘Metropole Alliance’ on the next day after the communication was sent from 

the newly appointed president of the committee of ‘Metropole Alliance’ 

informing a number of persons about the creation of the association ‘Metropole 

Alliance’. The recipients of this email, amongst others, were three vice presidents 

of AEA (Annex 3 and Annex 7 of 27 October 2021) which demonstrates that the 

EUTM proprietor was aware of the adoption of the name ‘Metropole Alliance’ 

for the association created in the meeting of 25-26 October 2019 that was held in 

Brussels and, markedly, at the ‘Métropole Hotel’. 

51 It follows from the evidence submitted by the invalidity applicant that it took all 

due care in establishing the association ‘Metropole Alliance’ and organising its 

functioning under this name. The following acts, which are not disputed by the 

EUTM proprietor, are of particular relevance in this regard: 

i. Registration on 26 October 2019 of the domain names 

metropolealliance.com and metropoleallinace.org with the competent 

entity (Exhibit 3 and Exhibit 4); 

ii. Opening of the website www.metropolealliance.com  in January 2020; 

iii. Registration on 13 February 2020 (application dated 16 December 

2019) of the association ‘Metropole Alliance’, as a non-profit 

organisation, under the laws of the Kingdom of Belgium (Exhibit 6); 

iv. Adoption of the statutes of the association ‘Metropole Alliance’ 

(Exhibit 8); 

v. Opening of a bank account (Annex 8 of 27 October 2021); 

http://www.metropolealliance.com/
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Dishonest intention on the EUTM proprietor’s part 

52 This is a subjective factor that has to be determined by reference to objective 

circumstances (11/06/2009, C-529/07, Lindt Goldhase, EU:C:2009:361, § 42). 

Several factors can be relevant. 

53 After the contested EUTM was registered, the EUTM proprietor sent on 17 July 

2020 a cease-and-desist letter to the invalidity applicant and other members of 

‘Metropole Alliance’ requesting them to stop using the mark ‘Metropole 

Alliance’ and in the case of incompliance with this request they would have to 

pay an indemnity of 5 000 euros per month (Exhibit 11). 

54 The EUTM proprietor argues that the network of AEA was too large and it was 

therefore decided by several members to create a new network with a limited 

number of members and that one of the names that was discussed for this purpose 

was ‘Metropole Alliance’. To support this submission the EUTM proprietor relies 

on an email, dated 31 July 2020, sent by Mr Pedro Beltrán to recipients on an 

unknown list in which he proposes the name ‘Metropole Alliance’ for the new 

alliance (Document no1).   

55 Apart from the above submission there is nothing on file to indicate that, by filing 

the contested mark, the EUTM proprietor pursued the aim to use it in accordance 

with the essential trade mark function. In that regard, it must be borne in mind 

that the essential function of a trade mark is to guarantee the identity of the origin 

of the product or service concerned to the consumer or end user by enabling, 

without any possibility of confusion, to distinguish the product or service from 

others which have another origin (11/06/2009, C-529/07, Lindt Goldhase, 

EU:C:2009:361, § 45). 

56 Indeed, the EUTM proprietor has not been able to show any proper, economically 

viable use of the contested EUTM or intention to use it, or, in fact, any business 

activity in connection with the sign ‘Metropole Alliance’. There is no identifiable 

commercial logic behind the filing of the contested EUTM. 

57 From the particular circumstances of the present case it can only be deduced that 

the EUTM proprietor filed the contested EUTM with the sole purpose of 

hindering the operation of the association ‘Metropole Alliance’ which cannot be 

qualified as corresponding to ethical behaviour and honest commercial practice. 

Rather, the EUTM proprietor’s actions constitute a strong indication of a 

speculative registration, the ultimate aim of which was merely to impede the 

operation of the competing association of lawyers and possibly obtain financial 

compensation. 

58 It should also be noted that it is an act of bad faith to file an application with the 

intention of extorting money or of urging third parties, under threat of legal 

sanctions, to abandon their marks (07/07/2016, T-82/14, Luceo, EU:T:2016:396, 

§ 145; 08/05/2014, T-327/12, Simca, EU:T:2014:289, § 72). 
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Conclusion regarding bad faith 

59 The objective circumstances of the present case indicate bad faith on the part of 

the EUTM proprietor in filing the EUTM and the EUTM must therefore be 

invalidated in its entirety. 

60 The contested decision is annulled, and the appeal is allowed. 

Costs 

61 As the EUTM proprietor is the losing party within the meaning of Article 109(1) 

EUTMR, it shall be ordered to bear the costs incurred by the invalidity applicant 

in the cancellation and appeal proceedings. 

62 As to the appeal proceedings, these consist of the appeal fee of EUR 720. 

63 As to the cancellation proceedings these consist of the invalidity fee of EUR 630. 

The total costs of the appeal and cancellation proceedings amount to EUR 1 350. 
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Order 

On those grounds, 

THE BOARD 

hereby: 

1. Annuls the contested decision and invalidates the EUTM in its entirety; 

2. Orders the EUTM proprietor to pay EUR 1 350 for the invalidity 

applicant’s costs of the appeal and cancellation proceedings. 
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